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DETAILED ACTION 

1 . Claims 1 — 20 are pending as amended on 23 August 2005. 

Information Disclosure Statement 

2. The information disclosure statement submitted on 23 August 2005 is in 
compliance with the provisions of 37 CFR 1 .97. Accordingly, the examiner has 
considered the information disclosure statements. 

Objection 

3. In claims 2 and 4 - 20, independent claim statements should start with a term 
"The" instead of "A" such as " The method according to claim 1 Appropriate 
correction is required. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1 -4, 7, 9, 12 and 15 are rejected under 35 U.S.C. 102(b) as being 
anticipated by US Patent 4,442,018 (Rand hereinafter). 

Rand teaches a solution and concentrate for generating stable aqueous foams, 
and a method of generating stable aqueous foams. Rand further teaches these stable 
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high expansion aqueous foams have particular utility when used in as foam drilling 
fluids for deep well drilling (col. 1 , lines 1 2 - 25). The concentrate composition 
comprises water, a polyacrylic acid polymer, anionic surfactant of sodium lauryl sulfate 
or alpha olefin sulfonate (col. 2, lines 1 - 9 and col. 2, lines 62 - 65). The preferred 
polymer is a polyacrylic acid type which is commonly used to viscosify or gel aqueous 
systems for industrial applications. These polymers generally have molecular weights 
of about 500,000 (col. 2, lines 36 - 59). 



Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 



8. Claims 1 - 4, 7, 9, 12 and 15 - 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Rand. 
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The disclosure of Rand is adequately set forth in paragraph 9 above and is 
incorporated herein by reference; however, it does not expressly disclose the injection 
rate of the foamed aqueous surfactant solution per cubic meter of excavated soil. 

It is noted, however, that the variation of the injection rate of the foamed 
surfactant solution in order to obtain the optimum performance would be obvious to one 
of ordinary skill in the art at the time the invention was made. Since it has been held 
that where the general conditions of a claim are disclosed in the prior art, discovering 
optimum or workable ranges involves only ordinary skill in the art. See MPEP 
2144.05(11) and In re Aller, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955). 

9. Claims 1 -9, 12 and 15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Rand in view of US 3,215,200 (Kirkpatrick hereinafter). 

The disclosure of Rand is adequately set forth in paragraph 9 above and is 
incorporated herein by reference; however, it does not expressly disclose the surfactant 
further comprises polyalkylene alkyl ether sulfate. 

Kirkpatrick teaches the production of aqueous foams in a well bore during thereof 
by gas or mist drilling operations (col. 1 , lines 9-16). Kirkpatrick further teaches the 
foaming agents used are anionic surface-active agents of polyoxyethylated organic 
compounds having a hydrophobic organic base and a hydrophilic polyoxyethylene 
chain. The polyoxyethylated organic compounds are sulfated to introduce additional 
hydrophilicity into the polyoxyethylated chain (col. 3, lines 4-12). 
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At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to utilize Kirkpatrick's sulfated polyoxyethylene surfactant in the foamed 
drilling fluid of Rand. The rationale to do so would have been the motivation provided 
by the teaching of Kirkpatrick that to do so would produce light, relatively stable foams 
in hard water as well as in soft or fresh water (col. 3, lines 1 - 3). 

1 0. Claims 1-4,7 and 9 - 1 5 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Rand in view of US 4,013,568 (Fischer hereinafter). 

The disclosure of Rand is adequately set forth in paragraph 9 above and is 
incorporated herein by reference; however, it does not expressly disclose the acrylic 
acid based polymer salt and has a molecular weight of 2,000 to 20,000. 

Fischer teaches a composition and method for drilling a well into a subterranean 
formation containing a geothermal fluid utilizing a gas containing aqueous drilling fluid 
containing a salt of a high molecular weight acrylic polymer (Abstract). Fischer further 
teaches a gas-containing aqueous drilling fluid comprising gas and foam, water and 
alkali metal or ammonium salt of a homopolymer of acrylic acid which homopolymers 
have an average molecular weight of 5,000 to 50,000 (see claim 1 ). 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to utilize Fischer's alkali metal or ammonium salt of acrylic acid polymer in 
the foamed drilling fluid of Rand. The rationale to do so would have been the motivation 
provided by the teaching of Fischer that to do so would reduce the damage to the 



Application/Control Number: 10/546,551 Page 6 

Art Unit: 1796 

formation due to the invasion of drilling fluid into the formation surrounding the well (col. 
2, lines 16-19). 



Conclusion 

1 1 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Regarding French Patent Document FR 2690709, cited as an X- 
reference on the international search report for PCT/EP2004/001229, from which the 
instant application claims priority, has no English language equivalent. A translation of 
the reference has been requested and it will be treated in a subsequent Office action. 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ATNAF ADMASU whose telephone number is (571)270- 
5465. The examiner can normally be reached on M-F 8:00-5:30, Flexible Schedule. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Harold Pyon can be reached on 571-272-1498. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
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you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/ASA/ /Timothy J. Kugel/ 

Primary Examiner, Art Unit 1796 



